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• A Few Fundamental Drafting Practices 

• Risks Associated with Disclosing a Single 
Embodiment (Honeywell Int'l, Inc. v. ITT Indus.)

• Risks Associated with Disclosing Multiple 
Embodiments (Johnson & Johnston Assocs. v. R.E. Serv. 
Co., Maxwell v. J. Baker, Inc., and PSC Computer Prods., 
Inc. v. Foxconn Int’l)

• CIP Pitfalls (Lockwood v. American Airlines and 
Anascape, Ltd. v. Nintendo of Am., Inc.)

• Risks Associated with Not Fully Supporting Claims 
(Biosig Instruments, Inc. v. Nautilus, Inc.)
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AGENDA
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• Use Consistent Terminology

• Avoid Patent Profanity

• Avoid nonce words

• Avoid characterizing the prior art

• Avoid disparaging the prior art

• Avoid citing Advantages and Disadvantages

• Avoid characterizing “the invention”

• Exercise caution when using boilerplate language

• Exercise caution when using alternate language 

(or ≠ and/or)

• Exercise caution when drafting a Background or 

Summary Section

• Avoid explicitly citing a technical problem à

technical solution (exceptions may be software 

inventions) 

A FEW FUNDAMENTAL DRAFTING PRACTICES

3
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• Honeywell Int'l, Inc. v. ITT Indus., 452 F.3d 1312 (Fed. Cir. 2006)

• Honeywell (P/Appellant) – patentee; US Pat. 5,164,879 pertained to a fuel {injection} 

system component for electronic fuel injection systems; in a Markman hearing, fuel system 

component was construed to be a fuel filter

• Claim:  Fuel injection system component for communicating fuel to the engine of a motor vehicle, said motor vehicle having 

an electrical plane maintained at a predetermined electrical potential, said fuel system component being made of a 

composite material comprising a polymer having electrically conductive fibers distributed randomly throughout 

the material to provide an electrically conductive path through said component between the fuel communicated 

through said component and said electrical plane, so that at least a portion of the electrically conductive path extends 

through the component to thereby prevent build-up of electrostatic charge in the fuel and the resultant arcing which 

causes the breakdown of the polymer material comprising the fuel injection system component.

• ITT (D/Appellee) – manufacturer of quick connects having polymer housing that is 

interlaced with carbon fiber (quick connects are nut-like structures that join the various 

components of a fuel injection system together, such as a fuel line to a fuel filter)

RISKS ASSOCIATED WITH DISCLOSING A SINGLE
EMBODIMENT

4
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Honeywell Int'l, Inc. v. ITT Indus.

• Court recognized ordinary meaning of fuel system component was broader than a fuel filter

• During prosecution, the patentee made statements that indicated that the scope of fuel system 
component was broader than a fuel filter (perhaps attempting to broaden scope…?)

• However:
• “This invention relates to a fuel filter” (second paragraph); and the “invention” was identified similarly in 

several other portions of the written description to be a fuel filter having electrically conductive fibers 
• The written description of the ‘879 patent discusses a prior art problem with fuel filters
• The “Detailed Description” discusses a prior art problem of leakage of non-metal fuel filters in EFI systems
• The sole drawing illustrated a fuel filter
• No other fuel system parts were described

• Held:  the fuel system component (construed to be a fuel filter) was NOT a preferred 

embodiment, but the only embodiment

RISKS ASSOCIATED WITH DISCLOSING A SINGLE
EMBODIMENT
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Practice Tips
• Encourage inventors to give written disclosures which identify different 

ways to achieve their invention.

• Learn “the Story” and incorporate it into the written description, where 
possible, without limiting the invention to that particular story.

• Interview!  And during interviews, ask open-ended questions; having 
inventors brainstorm during interview can lead to additional ways to 
achieve the invention.
• Prepare sufficiently to ask deeper questions.  Challenge (respectfully) the 

inventors by inquiring what makes their features different from known 
features.

• Challenge inventors by asking them how they might design around their 
own proposed invention.

SINGLE EMBODIMENT PRACTICE TIPS
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Explicitly Disclosed in Written Description, but Not Claimed

Johnson & Johnston Assocs. v. R.E. Serv. Co., 285 F.3d 1046 
(Fed. Cir. 2002)

• Johnson (P/Appellee) – patentee; US Pat. 5,153,050 directed to the      
manufacture of printed circuit boards (PCBs), wherein an Aluminum (Al) sheet      
mitigates damage of the PCB during manufacturing process

• RES (D/Appellant) – also a manufacturer of PCBs—using stainless steel 
sheet, instead of Al

• Written description of ‘050 patent:
• While aluminum is currently the preferred material for the substrate, other 

metals, such as stainless steel or nickel alloys, may be used. In some 
instances . . . polypropylene can be used.

RISKS ASSOCIATED WITH DISCLOSING MULTIPLE
EMBODIMENTS
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Johnson & Johnston Assocs. v. R.E. Serv. Co.

• Claim 1. A component for use in manufacturing articles such as printed circuit boards comprising:

a laminate constructed of a sheet of copper foil which, in a finished printed circuit board, constitutes a functional 

element and a sheet of aluminum which constitutes a discardable element;

one surface of each of the copper sheet and the aluminum sheet being essentially uncontaminated and engageable 

with each other at an interface,

a band of flexible adhesive joining the uncontaminated surfaces of the sheets together at their borders and 

defining a substantially uncontaminated central zone inwardly of the edges of the sheets and unjoined at the interface.

• CAFC Held:  '050 patent dedicated the alternative materials (e.g., stainless steel) to the public;         

RES’s stainless steel product could therefore not infringe the '050 patent as a matter of law

RISKS ASSOCIATED WITH DISCLOSING MULTIPLE
EMBODIMENTS

8
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Explicitly Disclosed in Written Description, but Not Claimed

Maxwell v. J. Baker, Inc., 86 F.3d 1098 (Fed. Cir. 1996)

• Maxwell (P/Appellee) – individual inventor (Target employee); US Pat. 4,624,060 directed to 
retaining together pairs of shoes, wherein the shoes do not have eyelets through which to locate filament; 
the claimed system required two components:  a fastening tab and a filamentary fastening element

• J. Baker (D/Appellant) – a shoe manufacturer—using filament to retain shoes together which do not 
have eyelets

• Written description of ‘060 patent describes:
• Tab portion 13 is hidden from view lying between the inside surface of the shoe outer sole 15 and the 

shoe inner sole 16 and firmly secured thereto, as by means of adhesive, stitching or staples, or some 
combination of these. The visible portion 14 of the fastening tab extends around the edge of inner sole 
16 and generally vertically upwardly along the inside surface of the shoe upper wall 17, but spaced 
therefrom.

• Alternatively, the tabs may be stitched into a lining seam of the shoes at the sides                             
or back of the shoe

RISKS ASSOCIATED WITH DISCLOSING MULTIPLE
EMBODIMENTS

9
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Maxwell v. J. Baker, Inc.
Claim 1. A system for attaching together mated pairs of shoes, which comprises in combination:

(A) a pair of shoes, each of which has an inner sole [16] and an outer sole [15], each shoe also having a shoe 
upper with an inside surface [17] and a top edge, each of said shoes further having a fastening tab [12] and 
means for securing said tab between said inner and outer soles,

(1) said fastening tab [12] being an integral sheet with two parts,
(2) the first of said parts [13] comprising one end of the elongated tab [12] extending horizontally 

between the inside surfaces of the outer sole [15] and inner sole [16] of the shoe and firmly 
secured thereto with said securing means,

(3) the second of said parts [14] comprising the opposite end of the elongated tab [12] extending from 
one edge of the inner sole [16] and vertically upward along but spaced from the inside surface of 
the shoe upper [17] and extending so that said opposite end remains beneath the top edge of said shoe 
upper,

(4) the second of said parts [14] having an aperture in the form of a loop formed by doubling the 
fastening tab [12] over on itself, and

(B) a filamentary fastening element [19] extending through the apertures of each of said fastening tabs [12], 
the ends of the filamentary element [19] being joined together in a closed loop;

whereby said pair of shoes is attached together by said fastening element [19] passing through the aperture in 
each of said tabs [12] so that on removal of said fastening element [19], said shoes separate and said tabs [12] 
are not visible outside said shoe uppers [emphasis added]

RISKS ASSOCIATED WITH DISCLOSING MULTIPLE
EMBODIMENTS
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RISKS ASSOCIATED WITH DISCLOSING MULTIPLE
EMBODIMENTS
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RISKS ASSOCIATED WITH DISCLOSING MULTIPLE
EMBODIMENTS
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Defendant J. Baker’s 
alternate “counter pocket” 
version
Tab stitched into the counter 
pocket of the shoe between the 
sole and the top of the shoe

Maxwell v. J. Baker, Inc.
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RISKS ASSOCIATED WITH DISCLOSING MULTIPLE
EMBODIMENTS
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Defendant J. Baker’s alternate “top 
line” version
Tab stitched into the top lining seam of the 
shoe

Maxwell v. J. Baker, Inc.
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Maxwell v. J. Baker, Inc.

HELD:
No literal infringement – claim required extending horizontally between the 
inside surfaces of the outer and inner soles and extending from one edge of the 
inner sole and vertically upward along but spaced from the inside surface of the 
shoe upper 

No DOE infringement – essentially on policy grounds:
• Subject matter disclosed but not claimed in a patent application is dedicated to 

the public
• Such a result would merely encourage a patent applicant to present a broad 

disclosure in the specification of the application and file narrow claims, avoiding 
examination of broader claims that the applicant could have filed consistent with 
the specification

• DOE should not extend to disclosed, but unexamined, subject matter

RISKS ASSOCIATED WITH DISCLOSING MULTIPLE
EMBODIMENTS
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Implicitly Disclosed in Written Description, but Not Claimed

PSC Computer Prods., Inc. v. Foxconn Int'l, 355 F.3d 1353 (Fed. Cir. 2004)

• PSC (P/Appellant) – patent owner of US Pat. 6,061,239 a cam-type retainer clip for securing a heat sink 
to a microchip

• Foxconn (and Hon Hai Precision Indus.) (D/Appellee) – competitor manufacturers—making similar 
retainer clip made of plastic

• Background Section of the written description of ‘239 patent describes:
• Still another problem with prior art devices is the cost of the retainer clip itself. Many proposed prior art 

devices require complex machining operations which greatly increase the price of the clip. It is highly 
desirable to make the clip using only the simplest metal forming devices such as a stamping machine. 
Wires are particularly unsuitable for the construction of retainer clips; although they are simple in 
appearance, the bending and forming of wire is a more complex and expensive forming operation than 
simple stamping. Other prior art devices use molded plastic and/or metal parts that must be cast or 
forged which again are more expensive metal forming operations.

RISKS ASSOCIATED WITH DISCLOSING MULTIPLE
EMBODIMENTS

15
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RISKS ASSOCIATED WITH DISCLOSING MULTIPLE
EMBODIMENTS

16

‘239 patent, Figs. 2, 8-9

PSC Computer Prods., Inc. v. Foxconn Int'l
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• Claim 1 of ‘239 patent:
In a heat sink assembly providing cooling to an electronic semiconductor device wherein the 
device is mounted in a module, the module having means for engagement with a retainer clip, 
and the heat sink having a generally flat bottom surface and heat conducting engagement 
with the semiconductor device upper surface and a plurality of fins on the upper surface 
defining at least one channel, the improvement comprising a heat sink retainer clip including:

an elongated, resilient metal strap received in one of the channels of the heat sink having 
holding means at each end engaging the engagement means on the module, the center 
portion of the strap spaced a pre-determined distance above the upper surface of the heat 
sink base when the strap is not in tension; and

a cam-type latch pivotally mounted in the center portion of the strap and including a cam 
with a bearing surface, the distance from the pivot access to the bearing surface of the cam 
being greater than the distance between the pivot access and the upper surface of the base of 
the heat sink when said strap is not in tension, and an arm fixedly mounted to said cam, said 
arm, when rotated, causing said bearing surface of said cam to be forced against the surface 
of the base of the heat sink placing the strap in tension so as to force the heat sink into heat 
conducting engagement with the module.

RISKS ASSOCIATED WITH DISCLOSING MULTIPLE
EMBODIMENTS

17

PSC Computer Prods., Inc. v. Foxconn Int'l
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PSC Computer Prods., Inc. v. Foxconn Int'l

HELD:
No literal infringement – claim required retaining clip made of metal 

No DOE infringement – PSC argued no explicit disclosure, but the Federal Circuit 
held that patentee dedicated plastic cam-type retainer clips to the public by its 
disclosure in the “Background and Prior Art” Section

This "disclosure-dedication" rule does not mean that any generic reference in a 
written specification necessarily dedicates all members of that particular genus to 
the public. The disclosure must be of such specificity that one of ordinary skill in the 
art could identify the subject matter that had been disclosed and not claimed

RISKS ASSOCIATED WITH DISCLOSING MULTIPLE
EMBODIMENTS
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Practice Tips re:  Multiple Embodiments

• Describe multiple embodiments or examples in the written description.
• Derive these embodiments from the inventors (interview!); the patent 

attorney should avoid becoming an inventor.

• Describe both alternate elements AND how any of the elements can be 
arranged with respect to one another—thereby avoiding claim support 
issues.

• Draft a genus claim that covers multiple embodiments, thereby avoiding 
restriction problems and increasing the likelihood of covering equivalents.
• Consider filing a divisional or continuation application if, during prosecution, 

the genus claim is amended to recite only a portion of a plurality of claimable 
species.

MULTIPLE EMBODIMENT PRACTICE TIPS

19
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Failure to maintain continuity of disclosure in a series of CIP applications

Lockwood v. American Airlines, 107 F.3d 1565 (Fed. Cir. 1997)

• Lockwood (P/Appellant) – patent owner (US 4,567,359 and US 5,309,355) pertain to self-service 
travel reservation terminals (so-called SABREvision)

• American Airlines (D/Appellee) – airline using self-service travel reservation terminals similar to that 
cited in ‘355 patent

CIP APPLICATION PITFALLS

20

Issue turned on whether the ‘355 patent properly could 

claim priority to the ‘359 patent.

Note:  it was undisputed that the ‘359 patent 

disclosed the claimed invention of the ‘355 patent.
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CIP APPLICATION PITFALLS
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Lockwood v. American Airlines

• In order to gain the benefit of the filing date of an earlier application under 35 U.S.C. § 120, each 
application in the chain leading back to the earlier application must comply with the written 
description requirement of 35 U.S.C. § 112. In re Hogan, 559 F.2d 595, 609, 194 USPQ 527, 540 
(CCPA 1977)

• The second application (SN 822,115) contained supporting disclosure for the ‘359 patent

• But because the third, fourth, and fifth applications were filed more than one year after the '359 
patent issued, the validity of the '355 patent turns on whether it is entitled to the filing date of the 
second application, the relevant subject matter of which is undisputedly entitled to the benefit of the 
original application
• Although the exact terms need not be used in haec verba, see Eiselstein v. Frank, 52 F.3d 1035, 

1038, 34 USPQ2d 1467, 1470 (Fed.Cir.1995) ("[T]he prior application need not describe the 
claimed subject matter in exactly the same terms as used in the claims ...."), the specification 
must contain an equivalent description of the claimed subject matter

• CAFC HELD:  The requirement is not the Applicant being “in possession of the invention,” the 
requirement is that the Applicant actually disclosed (e.g., in the priority document;            
e.g., in the written description of the parent case).

CIP APPLICATION PITFALLS

22
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Attempt to expand scope of original disclosure for purposes of priority?

Anascape, Ltd. v. Nintendo of Am., Inc., 601 F.3d 1333 (Fed. Cir. 2010)

• Anascape (P/Appellee) – patent owner of hand-operated controllers (joysticks, trackballs, etc.) 
used to play video games (US Pat. 6,906,700, a CIP of US Pat. 6,222,525)

• Nintendo (D/Appellant) – competitor manufacturer of video game controllers

CIP APPLICATION PITFALLS

23

‘700 patent, Figs. 8, 12
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Anascape, Ltd. v. Nintendo of Am., Inc.

• The child patent (‘700) claimed multiple input members that collectively operated in 6 degrees-
of-freedom (DOF), whereas …

• The parent patent (‘525) disclosed and claimed a single input member that operates in 6 DOF:
• “Background of the Invention” Section:  In the prior art there exist 6 DOF controllers of a type having a hand 

operable, single input member moveable in six degrees of freedom…
• “Summary of the Invention” Section:  described converting full six degrees of freedom physical input … on a 

hand operable single input member …
• The Abstract describes an invention concerning multiple-axes controllers comprised of a single input member 

operable in 6 DOF relative to a reference member …
• Nintendo pointed to over twenty explicit statements that the invention is directed to a single input member
• And all the Drawings showed a single input member

• When arguing the ‘700 patent, Anascape argued that a single input member (in the ’525 patent) 
was a preferred embodiment, not the only embodiment

CIP APPLICATION PITFALLS

24
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Anascape, Ltd. v. Nintendo of Am., Inc.

• Intervening prior art:  Sony “DualShock” (sold in 1998) and Sony “DualShock 2” (sold 
Oct 2000)

• Thus, validity of ‘700 patent depended on whether ‘700 claims at issue were entitled 
to filing date of ‘525 patent

CIP APPLICATION PITFALLS

25
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Anascape, Ltd. v. Nintendo of Am., Inc.

• Anascape argued, for priority purposes, that the claims of the ‘525 patent recited “an input 

member moveable on at least two axes,” as:
• This text was amended during prosecution of the ‘525 patent and was not part of the original disclosure 

and claims 

• “To satisfy the written description requirement, ‘the missing descriptive matter must necessarily 

be present in the original application's specification such that one skilled in the art would recognize 

such a disclosure.’”
• Since “an input member moveable on at least two axes” was not present in the original '525 specification, 

it cannot contribute written description support for the '700 claims, as of the '525 filing date

• HELD:  No infringement, as the parent lacked adequate support to establish priority (to ‘525 

patent), and consequently, the intervening prior art rendered the claims of the ‘700 patent     

anticipated

CIP APPLICATION PITFALLS

26
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Practice Tips re:  CIP Applications

• Strategize whether CIP is desirable.

• Upon a Notice of Allowance, prior to issue, contact the inventors and discuss the scope of the 
allowed claims.

• Consider term and whether parent is prior art

• Consider whether commercial implementation differs from original scope

• When you file a CIP, DON’T SUBTRACT material when drafting; ADD to the parent case.

• As a sanity check, track changes between the CIP and the parent to observe differences and 
evaluate the CIP specification under the Lockwood standard—particularly, examining any 
deleted or conflicting terminology. 

• Avoid the use patent profanity (e.g., such as Anascape’s repeated use of “single input 
member” in the parent application).

• E.g., would the outcome have been different if they’d mentioned a single input member (1x) as an 
example; and thereafter, simply said the ‘input member?’

• Don’t rely on amended claim language (in the parent application) as support for the claims 
of the child application—the Anascape rule.

CIP APPLICATION PRACTICE TIPS
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• Biosig Instruments, Inc. v. Nautilus, Inc., 783 F.3d 1374 (Fed. Cir. 2015)

• Biosig (P/Appellant) – patent owner (US Pat. 5,337,753)

Claim 1:  1. A heart rate monitor for use by a user in association with exercise apparatus and/or exercise 

procedures, comprising:

an elongate member; …

a first live electrode and a first common electrode mounted on said first half in spaced relationship 

with each other;

a second live electrode and a second common electrode mounted on said second half in spaced 

relationship with each other; …

• Nautilus (D/Appellee) – competitor manufacturer

Argued that ‘753 patent was invalid under § 112(b)—because ‘spaced relationship’ was indefinite and failed to 

inform one skilled in the art, with reasonable certainty, with regard to the scope of the invention

RISKS ASSOCIATED WITH NOT FULLY
SUPPORTING CLAIMS

28
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RISKS ASSOCIATED WITH NOT FULLY
SUPPORTING CLAIMS

29

Biosig Instruments, Inc. v. Nautilus, Inc.

‘753 patent, Figs. 1-2
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Biosig Instruments, Inc. v. Nautilus, Inc.

• Biosig prevailed

• Establishing that one of ordinary skilled in the art would understand the phrase ‘spaced relationship’—e.g., 

would be able to determine that the spaced relationship to be neither infinitesimally small (a lower 

boundary) and not greater than the width of a user's hands (an upper boundary)

RISKS ASSOCIATED WITH NOT FULLY
SUPPORTING CLAIMS

30
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Practice Tips re:  Fully supporting the claims
• Developing claim support often begins with an inventor interview.

• Often the inventor thinks the patent attorney is predominantly interested in high-level 
concepts.

• Break down the invention into its smallest parts in the interview.  Ask the inventor how 
each element operates, whether each element is known, typical examples of each 
element, etc.

• Determine:

• Are terms defined or described with sufficient detail to pass §112(b) muster?  (Would a 
skilled artisan understand with reasonable certainty?)

• Is the arrangement of the claim elements supported in the written description?

• Scrutinize claims word-by-word for ambiguous language, undefined terminology, 
etc.

TIPS FOR FULLY SUPPORTING THE CLAIMS
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THANK YOU!
Visit the Bejin Bieneman website at: www.b2iplaw.com

And the Bejin Bieneman blogs at:
www.b2ipreport.com | www.swipreport.com | www.claimsinterpreted.com 
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Dan Hegner
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hegner@b2iplaw.com


