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• TC Heartland and where we stand now
• Presented by Thomas E. Bejin of Bejin Bieneman PLC

• District of Delaware
• Presented by Stephen Dargitz of Manion, Gaynor and Manning

AGENDA
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TC HEARTLAND AND WHERE
WE STAND NOW

3



© BEJIN BIENEMAN PLC – All rights reserved.

4

Reversed prior rule conflating venue and jurisdiction for domestic corporations. 
• Venue under 28 U.S.C §1391 for a domestic corporation was satisfied when personal 

jurisdiction existed.  VE Holding Corp. v. Johnson Gas Appliance Co. 917 F. 2d 1574 (1990).  

Reinstated in part the rule in Fourco Glass Co. v. Transmirra Products Corp. 353 U.S. 222 
(U.S. 1957) 

TC HEARTLAND LLC V. 
KRAFT FOODS GRP. BRANDS LLC 
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• State where the defendant is incorporated 

• Acts of infringement occurred in the forum and the defendant has a “regular and 
established place of business.”   

• Many commentators expressed the view that TC Heartland was a direct reaction to 
popularity of E.D. Texas and predicted an increase in popularity for the District of 
Delaware and the the Northern District of California 
• For example, this was predicted by;  numerous commentators on IPWatchdog; Law360; 

National Law Review and countless others.   

VENUE AFTER TC HEARTLAND
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• In re Cordis Corp., 769 F2d 733 (Fed Cir 1985). –
• [I]n determining whether a corporate defendant has a regular and established place of 

business in a district the appropriate inquiry is whether the corporate defendant does its 
business in that district through a permanent and continuous presence there and not … 
whether it has a fixed physical presence in the sense of a formal office or store.   

• Application post TC Heartland has varied wildly 
• Over 200 news stories reporting cases on Law360

THE BIG QUESTION –
“REGULAR AND ESTABLISHED PLACE OF BUSINESS” 

6



© BEJIN BIENEMAN PLC – All rights reserved.

7

The facts:
• One Cray sales executive working exclusively for Cray from within the EDTX for over seven 

years

• Cray paid salary and maintained compensation plan through its human resources department, 
which outlined territory (including EDTX) and assignments (including as an account manager 
at the EDTX location) 

• Providing reimbursement for phone, Internet fees, costs for business travel, and 
“administrative support” from Cray’s Minnesota office; 

• Sales Executive contacted and sold products to customers from a telephone number with an 
EDTX area code; 

• Between 2010-2011, Cray had a second employee who resided in the EDTX and sold Cray’s 
supercomputers

• Cray sold an accused supercomputer to the University of Texas System, which had been 
delivered and installed at the U.T. Austin campus but was accessed via remote terminals at 
various U.T. facilities, including two campuses within the EDTX.

RAYTHEON V. CRAY – JUDGE GILSTRAP

DEFINING THE QUESTION

7



© BEJIN BIENEMAN PLC – All rights reserved.

8

A four factor test under the frame work of Cordis
1. Physical presence 

a. property, inventory, people 

2. Defendants representations
a. Internal or external – Does the defendant do business in venue – cray represented that 
sales agent had office 

3. Benefits  received 
a. Sales revenue 

4. Targeted interaction with the District 
a. Marketing campaigns, targeted interaction with customers located in district 

RAYTHEON – A FOUR FACTOR TEST

8



© BEJIN BIENEMAN PLC – All rights reserved.

9

• July 17, 2017 Cray Petitions for Writ of Mandamus to Federal Circuit and Judge Gilstrap
stays case 
• Mandamus briefing defines arguments relative to potential further guidance the Federal Circuit 

may give on application of In re Cordis
• Arguments

• Law unsettled 

• Sentiment that E.D. Texas needs to be reigned in 

• Law requires some physical presence 

• High Tech Inventors Alliance (Adobe, Amazon, Cisco, Dell, Google, Intel, Oracle and 
Salesforce) and Gilead filed briefs supporting Cray 

CRAY’S PETITION FOR WRIT
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CRAY’S PETITION FOR WRIT
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• Raytheon opposed and was supported by Ericsson Inc. and Nokia USA Inc.

• District Court properly followed In re Cordis and therefore “strong medicine” of 
Mandamus not needed 

IN FAVOR OF E.D. TEX

11



© BEJIN BIENEMAN PLC – All rights reserved.

12

• Petition for writ denied – July 25, 2017 
• “As to the motion to transfer under § 1404, the district court agreed with the magistrate judge’s 

determination that Hughes’ failure to seek transfer until 16 months after the case was filed weighed 
heavily against granting transfer”

• “Without necessarily agreeing with the district court’s conclusion that the Supreme Court’s decision in TC 
Heartland did not effect a change in the law, we nonetheless find that the district court did not clearly 
abuse its discretion in finding that Hughes waived its right to move to transfer for improper venue. “

• Several District Court’s believe that TC Heartland is a “Sea Change” in venue.  -
OptoLum, Inc., 

• Cree, Inc.,  D. Az.   July 24, 2017 (Judge Rayes) 
• A host of district court cases, many cited by OptoLum in opposition to Cree’s motion, have concluded that 

TC Heartland did not constitute an intervening change in law sufficient to qualify as an exception to the 
waiver doctrine. The Court does not agree with those decisions, finding instead that TC Heartland affected 
a “sea change” in the law of venue for patent cases.  Westech Aerosol Corp. v. 3M Co., No. C17-5067-
RBL, 2017 WL 2671297, at *2 (W.D. Wash. June 21, 2017). 

IN RE HUGHES
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Current Article III Judges

Hon. Leonard P. Stark ( appointed 8/16/10)

Hon. Richard G. Andrews  (11/11/11)

Hon. Gregory M. Sleet (Sr. status) (9/23/98)

Judge Sue Robinson has retired and is in private practice.
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Visiting Article III Judges

• Hon. Gerald A. McHugh (E.D. Pa.) (3/28/14)

• Hon. Kent A. Jordan (3d Cir.) (11/15/02; 12/13/06)

• Hon. Mark A. Kearney (E.D. Pa.) (12/4/14)

• Hon. Mitchell S. Goldberg (E.D. Pa.) (10/31/08)

• Hon. Noel L. Hillman (D. N.J.) (6/12/06)

• Hon. Robert B. Kugler (D. N.J.) (12/4/02)
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Visiting Article III Judges (Cont.)

• Senior Judge Eduardo C. Robreno (E.D. Pa.) (6/30/92)

• Senior Judge Joseph F. Bataillon (D. Neb.) (9/18/97)
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Current Magistrate Judges

• Hon. Mary Pat Thynge (Mag.) (6/17/92)

• Hon. Christopher J. Burke (Mag.) (8/4/11)

• Hon. Sherry R. Fallon (Mag.) (4/25/12)
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Visiting Magistrate Judge

• Hon. Joel Schneider (Mag.) (D. N.J.) (10/31/06)

18© 2016 Manion Gaynor & Manning LLP



The Honorable Leonard P. Stark

Federal Judicial Service:
Judge, U. S. District Court, District of Delaware
Nominated by Barack Obama on March 17, 2010, to a seat vacated by Kent A. Jordan in 2006; Confirmed by the Senate on 
August 5, 2010, and received commission on August 10, 2010. Served as Chief Judge, 2014-present.
U.S. Magistrate Judge, U.S. District Court, District of Delaware, 2007-2010.

Education:
University of Delaware, B.S., B.A., M.A., 1991
Magdalen College, University of Oxford, D.Phil., 1993 (Rhodes Scholar)
Yale Law School, J.D., 1996

Professional Career:
Law clerk, Hon. Walter K. Stapleton, U.S. Court of Appeals, Third Circuit, 1996-1997
Private practice, Wilmington, Delaware, 1997-2001
Adjunct professor, University of Delaware, 1998-1999
Assistant U.S. Attorney, District of Delaware, 2002-2007
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The Honorable Richard G. Andrews

Andrews, Richard Gibson
Born in Manchester, England

Federal Judicial Service:
Judge, U. S. District Court, District of Delaware
Nominated by Barack Obama on May 11, 2011, to a seat vacated by Joseph James Farnan, Jr.; Confirmed by the 
Senate on November 3, 2011, and received commission on November 7, 2011.

Education:
Haverford College, B.A., 1977
University of California, Berkeley, Boalt Hall School of Law, J.D., 1981

Professional Career:
Law clerk, Hon. Collins J. Seitz, U.S. Court of Appeals for the Third Circuit, 1981-1982;
Assistant United States Attorney, District of Delaware, 1983-2007;
State prosecutor, Delaware Department of Justice, 2007-2011.
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The Honorable Gregory M. Sleet

Federal Judicial Service:

U. S. District Court, District of Delaware
Nominated by William J. Clinton on January 27, 1998, to a seat vacated by Joseph J. Longobardi; Confirmed by the 
Senate on April 27, 1998, and received commission on April 30, 1998. Served as Chief Judge, 2007-2014.

Education:
Hampton University, B.A., 1973
Rutgers University School of Law, J.D., 1976

Professional Career:
Assistant public defender, Defender Association of Philadelphia, 1976-1983
Private practice, Philadelphia, Pennsylvania, 1983-1990
Deputy attorney general, Department of Justice, State of Delaware, 1990-1992
Counsel, Hercules Inc., 1992-1994
U.S. Attorney for the District of Delaware, 1994-1998
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Delaware Local Rules

LOCAL RULE 3.1 Civil Cover Sheet

Counsel for a plaintiff in a civil action shall indicate on the civil cover sheet if said action is related to any other civil action previously 
decided or pending in this or any other federal district court. Civil actions are related if they involve the same patent or the same 
trademark.  Local Rule 3.1(b)(3).

LOCAL RULE 3.2.  Patent Cases.

In all patent cases, copies of the patents at issue shall be attached and filed with the complaint.

LOCAL RULE 54.1 Taxation of Costs.  

The cost of patent file wrappers and prior art patents are taxable at the rate charged by the Patent Office. Expenses for services of 
persons checking Patent Office records to determine what should be ordered are not taxable.  Local Rule 54.1(b)(5).

22© 2016 Manion Gaynor & Manning LLP



Delaware Default Standard For Discovery of ESI

Parties are expected to reach agreements cooperatively on how to conduct discovery.  In the event they are unable to agree, 
Delaware imposes certain default standards.

General examples:

• common law obligation to take reasonable and proportional steps to preserve discoverable information currently in possession,

custody, or control

• no obligation to include information generated after filing of complaint in a privilege log

• activities undertaken in compliance with duty to preserve are protected from disclosure and discovery

• automatic clawback of inadvertently produced privileged information

• parties are to discuss likely sources of information and categories of ESI that should be preserved

• disclose within 30 days after Rule 16 conference the 10 custodians most likely to have discoverable information

• default standards for metadata that must be produced, use of search terms, and format of production
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Delaware Default Standard for Initial Discovery in 
Patent Litigation

Within 30 days after the Rule 16 Conference and for each defendant,  the plaintiff shall specifically identify the accused 
products and the asserted patent(s) they allegedly infringe, and produce the file history for each asserted patent. 

Within 30 days after receipt of the above, each defendant shall produce to the plaintiff the core technical documents related
to the accused product(s), including but not limited to operation manuals, product literature, schematics, and specifications. 

Within 30 days after receipt of the above, plaintiff shall produce to each defendant an initial claim chart relating each accused 
product to the asserted claims each product allegedly infringes. 

As these disclosures are "initial," each party shall be permitted to supplement.

For ease of reference, "defendant" is used to identify the alleged infringer and "plaintiff' to identify the patentee.  For ease of 
reference, the word "product" encompasses accused methods and systems as well.
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Delaware Default Standard for Access to Source Code

Absent agreement among the parties, the following procedures shall apply to ensure secure access to source code:

1. A single electronic copy of source code or executable code shall be made available for inspection on a stand-alone computer.

2. The stand-alone computer shall be password protected and supplied by the source code provider.

3. The stand-alone computer shall be located with an independent escrow agent, with the costs of such to be shared by the parties. If the 
parties cannot agree on such an agent, each party shall submit to the court the name and qualifications of their proposed agents for the 
court to choose.

4. Access to the stand-alone computer shall be permitted, after notice to the provider and an opportunity to object, to two (2) outside 
counsel representing the requesting party and two (2) experts retained by the requesting party, all of whom have been approved under the 
protective order in place. No one from the provider shall have further access to the computer during the remainder of discovery.

5. Source code may not be printed or copied without the agreement of the producing party or further order of the court.
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Delaware Default Standard for Access to Source Code 
(Cont.)

5. Source code may not be printed or copied without the agreement of the producing party or further order of the court.

6. The source code provider shall provide a manifest of the contents of the stand-alone computer. This manifest, which will be supplied in 
both printed and electronic form, will list the name, location, and MD5 checksum of every source and executable file escrowed on the 
computer.

7. The stand-alone computer shall include software utilities  which will allow counsel and experts to view, search, and analyze the source 
code. At a minimum, these utilities must provide the ability to (a) view, search, and line-number any source file, (b) search for a given 
pattern of text through a number of files, (c) compare two files and display their differences, and (d) compute the MD5 checksum of a file.

8. If the court determines that the issue of missing files needs to be addressed, the source code provider will include on the stand-alone 
computer the build scripts, compilers, assemblers, and other utilities necessary to rebuild the application from source code, along with 
instructions for their use.
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Procedures of Chief Judge Stark for Non-Anda Patent 
Cases

Intended to address common sources of delay.

“In order to manage my docket, and to ensure that litigation proceeds efficiently, I 
will be highly receptive to reasonable proposals to reduce, at an appropriate stage 
or stages of a case, the number of: patents-in-suit, asserted claims, accused 
products, invalidating references, combinations of invalidating references, invalidity 
defenses, and claim construction disputes.”
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Procedures of Chief Judge Stark for Non-Anda Patent 
Cases (Cont.)

Within seven days of assignment, a Referral Order is issued – all scheduling matters 
referred to Magistrate Judge Burke

Within seven days of the Referral Order, plaintiffs shall file a Procedures Order –
provides for mandatory procedures to be followed in the event of a discovery 
dispute (a joint, non-argumentative letter, rather than a call to chambers), as well as 
procedures for a motion to amend and a motion to strike.

Markman hearings:  Joint claim construction chart w/ joint appendix; simultaneous 
cross briefing (opening and answering).  Judge Stark has an aspirational goal of 
issuing all Markman rulings within 60 days of a Markman hearing.  
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Summary judgment motions:  the parties are to work together to make sure the Court receives 
no more than a total of 250 pages of briefing on all case dispositive motions and Daubert 
motions (e.g., 50 + 50 +25 for one side’s motions, and vice versa)

Pretrial order – must provide for total number of hours needed and indicate whether parties wish 
to permit objections for incompleteness and lack of consistency, as well as whether the parties 
request that the Court rule at trial on objections to expert testimony as beyond the scope of their 
reports

Post-trial motions – limited to a total of 20 + 20 + 10 pages, no matter how many motions are 
filed

29© 2016 Manion Gaynor & Manning LLP

Procedures of Chief Judge Stark for Non-Anda Patent 
Cases (Cont.)



Chief Judge Stark – Case Management Checklist

• Discovery – what are core technical documents; parameters of e-discovery; 
meaningful interrogatory responses; production of sourcecode

• Claim construction – “super-early” hearing?; # of terms

• Narrowing the case – when/how; bifurcation?

• Related cases

• Remedies – revenue information, licensing information, smallest saleable unit
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Chief Judge Stark – Case Management Checklist 
(Cont.)

• Amendments – deadlines

• Supplementation – permitted?; procedures/deadlines

• Protective order

• Motions to Dismiss/Transfer Stay

• Motions for Summary Judgment

• Other – will plaintiffs stipulate to maximum damages in exchange for restrictive 
discovery and accelerated trial date?
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Judge Andrews – Individual Preferences

• Markman Hearings- joint claim construction chart with joint appendix; traditional 
briefing (opening, answering, reply, sur-reply) that is served but not filed; followed 
by one joint brief in which the parties cut and paste their unfiled briefs into one 
brief that is filed
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Judge Sleet – Individual Preferences

• Judge Sleet has several individual preferences, which are referenced on his web 
page.

• http://www.ded.uscourts.gov/judge/judge-gregory-m-sleet

• Examples: briefing limited to 20, 20, 10 unless otherwise approved; substantive 
letters will not be acted upon, except that parties must request through letter 
briefs permission to file summary judgment motions; 
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Preferences of Visiting Judges

• Senior Judge Bataillon has expressly stated that he will follow District of Delaware 
procedures.

• The Eastern District of Pennsylvania does not have extensive local patent rules.  
The District of New Jersey does (Local Rule 9.3).  Delaware proceedings should 
be subject to Delaware rules, but confirm with your judge any of his individual 
expectations.

• Many visiting judges have individual preferences identified on their web pages, 
which are not inconsistent with Delaware practice.  

34© 2016 Manion Gaynor & Manning LLP



Motion Practice in the District of Delaware-Recent 
Motions to Dismiss

• Jedi Techs., Inc. v. Spark Networks, Inc., No. 1:16-1055-GMS (Aug. 3, 2017) – grants Section 101 motion under 
Rule 12(b)(6) – abstract idea of online matchmaking was insufficiently inventive

• Smart Meter Techs., Inc. v. Duke Energy Corp., No. 16-208-SLR (July 11, 2017) – denies Section 101 motion 
under Rule 12(b)(6) – claimed invention replaces meter reading personnel with online transmission of data

• Blackbird Tech LLC v. Advanced Discovery Inc., No. 16-413-GMS (June 26, 2017) – grants in part Section 101 
motion under Rule 12(b)(6) – sorting and ranking of documents was insufficiently inventive

• Sipco, LLC v. Streetline, Inc., No. 16-830-RGA (June 21, 2017) – grants motion to dismiss because plaintiffs failed 
to describe patent with sufficient particularity or to allege infringement plausibly

• Paltalk Holdings, Inc. v. Riot Games, Inc., No. 16-1240-SLR (May 15, 2017) – denies Section 101 motion under 
Rule 12(b)(6) – claimed invention facilitated sharing of information in a network
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Motion Practice in the District of Delaware-Recent 
Motions for Summary Judgment
• Princeton Digital Image Corp. v. Office Depot, Inc., No. 13-239-LPS (Aug. 1, 2017) – denies motion to exclude expert testimony and 

denies in part motion for summary judgment grounded on level of proof; grants in part motion for summary judgment for breach of 
covenant not to sue 

• Intel Corp. v. Future Link Sys., LLC, No. 14-377-LPS (July 31, 2017) – denies Intel’s motion for summary judgment on 
indefiniteness and non-infringement; grants in part and denies in part Future Link’s motion to preclude expert testimony and its
motion for summary judgment; grants in part and denies in part Intel’s motion for summary judgment of no willfulness and no 
unclean hands

• Enzo Life Sciences, Inc. v. Gen-Probe Inc., No. 12-104-LPS (June 28, 2017, unsealed June 30, 2017) – denies defense motion 
grounded on written description requirement, but grants motion based on lack of enablement

• Blackbird Tech, LLC v. Lululemon Athletica, Inc., No. 1:15-cv-930-RGA (June 14, 2017) – grants defense motion under dedication-
disclosure rule

• Quest Licensing Corp. v. Bloomberg L.P., No. 14-cv-561 (GMS) (Jan. 19, 2017) – grants defense motion – plaintiff failed to tailor 
proof to claims as constructed by the Court
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Expectations of the Delaware Bench and Bar

• Professionalism is expected of all attorneys in Delaware, including those acting in 
a pro hac capacity.  Paramount Commc’ns v. QVC Network, 637 A.2d 34, 54 (Del. 
1994) (addendum to opinion, attaching portions of deposition transcript).

• “Rambo” litigation tactics are not tolerated

• Overly aggressive behavior can backfire
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Case study of Delaware Expectations:
W.L. Gore v. C.R. Bard, No. 11-515-LPS (Feb. 8, 2017)

• W.L. Gore accused C.R. Bard of “sitting on” an expert report and deliberately producing it at the 
last minute to “blow up” the trial

• Court credits Gore’s representations that it filed its sanctions motion in good faith

• However, the Court also “finds Gore’s continued aggressive pursuit thereafter of its serious 
accusations [including “potentially career-ending allegations” of an attorney conspiracy] – despite 
completely unrebutted evidence to the contrary – warrants requiring Gore to reimburse Bard for 
its reasonable attorneys’ fees incurred in connection with opposing the sanctions motion from 
after the date Bard filed its brief in opposition to the Sanctions Motion. . . . From that point 
forward, . . . Gore multiplied the proceedings, in an unreasonable manner, increasing costs, by 
intentional misconduct.”
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Micron Tech., Inc. v. Rambus Inc., No. 00-792-SLR 
(Jan. 9, 2009)

• During the period when litigation was reasonably foreseeable (no later than 
December 1998), but prior to notifying litigation target of patents (November 
1999), Rambus engaged in a companywide “Shred Day”(August 1999)

• Also instructed outside patent counsel to purge patent files (April 1999)

• The “least harsh sanction” to prevent unfairness to Micron and to deter similar 
misconduct is to declare 12 Rambus unenforceable as to Micron
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GN Netcom, Inc. v. Plantronics, Inc., No. 12-1318-LPS 
(July 6, 2016, unsealed July 12, 2016) 

• Months after receiving litigation hold, Vice President deleted his own email and instructed 
people in email chains to delete those emails

• Many of his emails were not in other custodians’ mailboxes, and attempts to recover emails 
were inadequate

• Because spoliation was willful, burden shifted to show a lack of prejudice – that burden 
was not met

• Sanctions awarded: permissive adverse inference instruction; $3 million punitive sanctions 
(three times the penalty the defendant had imposed on the Vice President); costs of 
discovery dispute; possible additional evidentiary sanctions
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Other sanctions in the District of Delaware

• Robert Bosch LLC v. Alberee Prods., Inc., No. 12-574-LPS (Jan. 24, 2017) –
denies motion to dismiss for discovery misconduct, but orders discovery and 
payment of fees associated with motion
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Waiver of Privilege

• Princeton Digital Image Corp. v. Office Depot Inc., No. 13-239-LPS (Aug. 1, 2017) 
– court finds that plaintiff has put privileged communications at issue selectively 
in an effort to show good faith; cannot use privilege as a sword and a shield; 
motion for reargument denied on August 9

• Johns Hopkins Univ. v. Alcon Labs., Inc., No. 15-525-SLR/SRF (July 14, 2017) –
orders broad subject matter waiver based on advice of counsel defense
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Other discovery considerations

• Takeda Pharm. Co. v. Teva Pharms. USA, Inc., No. 09-841-SLR-LPS (June 21, 
2010)  

• Defendants have shown good cause for production of ESI for an 18-year period

• Plaintiff has shown data from the period more than five years before the suit are not 
reasonably accessible

• Orders production of an additional 13 years of ESI, subject to cost sharing (defense to pay 
80% of reasonable vendor costs, with plaintiff paying remaining 20%)
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