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Agenda
• Attorney-Client Privilege in the U.S.
• Patent Agent Privilege in the U.S.
• Communications with Foreign Counsel
• Example Foreign Privilege Laws and Treatment in U.S.
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Attorney-Client Privilege
A brief overview of U.S. attorney-client 
privilege.
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Attorney-Client Privilege
• Communications between a client and their attorney may not 

be disclosed in discovery
• Encourages clients to offer information for effective legal 

counseling
• Privilege applies to patent attorneys

• In re Spalding Sports Worldwide, 203 F.3d 800 (Fed. Cir. 2000)
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Attorney-Client Privilege
• A party invoking  the attorney-client privilege must demonstrate 

that there was: 
• (1) a communication between client and counsel that 
• (2) was intended to be and was in fact kept confidential, and 
• (3) was made for the purpose of obtaining or providing legal advice.

• Gucci Am., Inc. v. Guess?, Inc., 271 F.R.D. 58 (S.D.N.Y. 2010).
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Patent Agent Privilege
Applying concepts of attorney-client privilege 
to non-attorney patent agents.
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Patent Agent Privilege - Background
• Sperry v. State of Florida, 373 U.S. 379 (1963) held that “the 

preparation and prosecution of patent applications for others 
constitutes the practice of law.” 
• Patent agents, while not attorneys, practice law.

• Patent agents are not licensed by a state bar association and 
typically do not have law degrees.

• Agents are authorized to practice patent prosecution before the 
U.S. Patent and Trademark Office.
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Patent Agent Privilege Recognized
• Federal Circuit recognized patent agent privilege, “a client has a 

reasonable expectation that all communications relating to [legal 
advice and services about patent prosecution] will be kept 
privileged.”

• In re Queen’s University, 820 F.3d 1287
• Writ of mandamus from order to produce communications 

between employees and patent agents.
• Intent of Congress for use of agents and attorneys implies similar 

professional status that allows for privilege.
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Scope of Patent Agent Privilege 
• Scope of privilege is limited to patent prosecution.
• “Communications that are not reasonably necessary and incident 

to the prosecution of patents before the Patent Office fall outside 
the scope of patent-agent privilege.”
• Validity opinion of other party’s patent for litigation, sale, purchase, 

or infringement by patent agent is not privileged.
• “[L]itigants must take care to distinguish communications that are 

within the scope of activities authorized by Congress from those 
that are not.”
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Limits to Patent Agent Privilege in State Courts
• In Texas, Queen’s University was held as not binding because “the 

underlying dispute does not involve a determination of the validity of 
the patent or whether [the patent was infringed].”

• In re Andrew Silver, 05-160074-CV (Dallas Ct. App. Aug. 17, 2016)
• Dispute over a patent purchase agreement governed by Texas state law.
• Emails with patent agent regarding prosecution of the patents 

governed by the purchase agreement were ordered to be produced.
• Court held that Texas state law only recognizes privileges “grounded in 

the Texas Constitution, statutes, the Texas Rules of Evidence, or other 
rules established pursuant to statute.”
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Limits to Patent Agent Privilege in State Courts
• Other states may agree with dissent of In re Silver and recognize patent 

agent privilege.
• Dissent argues that Texas Rules of Evidence would allow patent agent 

privilege.
• Sperry held that patent agents are authorized to practice law before the 

USPTO—the United States qualifies as a “nation.”
• “I see no difference between Silver’s request and that of a client who asserts 

his or her communications with a person in a foreign nation were 
privileged because the foreign national was authorized by that nation to 
practice law in regard to the subject matter of the communications.”
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Patent Agent Privilege in Other States?
• In re Queen’s Univ., fn. 6:

“We note, moreover, that there are only rare circumstances in 
which communications with patent agents would ever be at issue in 
non-patent, state-court matters. Notably, in state court malpractice 
cases against patent agents, the patent-agent privilege would be 
waived by the very filing of the action.”

• One appellate court in Texas has presented a position, but other 
courts in Texas and other states have not reached the issue yet.
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Patent Agent Privilege at the PTAB
• Currently unclear whether patent agent communications are 

privileged before the Patent Trial and Appeal Board (PTAB).
• USPTO has published proposed amendment to its rules to protect 

patent agent communications during IPR, PGR, CBM, and 
derivation proceedings.

• Currently in comment period, which closes 12/19/2016, and 
appears likely to be implemented. 
• 81 Fed. Reg. 71,653 (Oct. 18, 2016)
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Communicating with Foreign Counsel
Extending attorney-client privilege across 
borders.
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General Rules for Foreign Communications
• If the communications are focused on a foreign patent or 

application, U.S. courts will apply the respective foreign law.
• If the communications on a U.S. patent or application, courts will 

apply U.S. law.
• Are foreign associates “member of bar of a court, or his subordinate?” 

Renfield Corp. v. E Remy Martin & Co., SA 98 F.R.D. 442 (D. Del. 1982).
• Who you talk to and what you talk about can drastically change the 

treatment and laws that apply.
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Foreign Attorneys Cannot Give U.S. Legal Advice

• Basis for U.S. privilege law is that licensed attorney and agent 
communications should be protected.

• A foreign patent counsel who is not licensed to practice before the 
U.S. Patent and Trademark Office is not authorized to provide 
legal advice about a U.S. patent application or patent. 
• “Touching base” with U.S. patent removes privilege from foreign patent 

counsel.
• Fact specific, needs a “more than incidental” connection with U.S., Gucci 

Am., Inc. v. Guess?, Inc., 271 F.R.D. 58 (S.D.N.Y. 2010).
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Privilege for In-House Counsel
• U.S. attorneys retain their privilege whether they work for a law 

firm or in-house for a company.
• Some foreign jurisdictions grant privilege when attorneys work for 

law firms but remove the privilege when the attorneys are in-
house counsel.
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Only Legal Advice Privileged
• Communications must focus on legal advice and counseling to be 

awarded privilege.
• Technical information that does not call for a legal opinion is not 

privileged, Willemijn Houdstermaatschaapij BV v. Apollo Computer, 
707 F. Supp. 1429 (D. Del. 1989).

• Business communications are not privileged, so U.S. in-house 
counsel should focus communications on legal advice.
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U.S. Attorneys Maintain Privilege for U.S. Matters
• U.S. attorneys communicating with foreign counsel maintain U.S. 

privilege when the communications touch base with a U.S. patent or 
application.
• Astra Aktiebolag v. Andrx Pharms., Inc., 208 F.R.D. 92 (S.D.N.Y. 2002) 

(applying U.S. privilege law to documents between U.S. attorneys and 
Swedish in-house counsel that touched base with the U.S.).

• Willemijn Houdstermaatschaapij BV v. Apollo Computer , supra, 
(applying U.S. privilege law to documents between U.S. patent attorney 
and foreign patent agent).
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U.S. Patent Agents Likely Retain Privilege
• The issue has not been explicitly resolved for U.S. patent agents, 

but the privilege recognized in In re Queen’s University should be 
granted to U.S. patent agents communicating with foreign counsel 
regarding patent prosecution.
• Because U.S. patent agents cannot appear in U.S. courts, 

communications on patent litigation would not be privileged.
• Similarly, U.S. patent agent communications on trademark and 

copyright matters would not be privileged.
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Foreign Matters Follow Foreign Law
• Courts apply foreign privilege law for communications between 

U.S. attorneys and foreign counsel on foreign patent applications.
• VLT Corp. v. Unitrode Corp., 194 F.R.D. 8 (D. Mass. 2000) (applying 

Japanese privilege law for communication between a U.S. attorney 
and a Japanese patent attorney on Japanese legal issues).
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Fact Pattern I: Case inbound to U.S.
• U.S. attorney and foreign in-house counsel about U.S. national 

stage of PCT.
• U.S. attorney can provide advice on prosecution, litigation, 

validity, and licensing of the U.S. application and eventual patent.
• U.S. agent can provide advice only on patent prosecution.
• Legal advice from U.S. attorney/agent on foreign patent 

(including prosecution, validity, etc.) will likely not be privileged if 
foreign law does not provide protection.
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Fact Pattern II: Case outbound to foreign office
• U.S. attorney and foreign in-house counsel about U.S. patent to be 

filed in foreign patent office.
• U.S. attorney can give advice about the U.S. patent.
• For each foreign filing, local counsel will be required to preserve 

privilege.
• In-house counsel should relay information through outside 

counsel to preserve privilege in countries where in-house counsel 
do not have privilege.
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Examples of Foreign Privilege Laws
U.S. courts recognize similarities between 
foreign secrecy laws and U.S. attorney-client 
privilege.
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Japan
• Privilege for benrishi recognized by U.S. Courts: Esai Ltd. v. Dr. 

Reddy’s Laboratories Inc., 406 F. Supp. 2d 341 (S.D.N.Y. 2005).
• Benrishi can advise clients on contracts, which may fall under 

state law.
• Statutory privilege for benrishi, similar to an IP solicitor but 

different from an attorney at law (bengoshi).
• Less necessary for Japanese litigation (limited discovery), protects 

benrishi involved in foreign litigation.
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China
• No attorney-client privileged recognized, nor an equivalent.
• Courts have not addressed privilege in the patent law context, but 

a federal court has compelled production of communications with 
Chinese in-house counsel in a civil case.
• Wultz v. Bank of China Ltd., 979 F. Supp. 2d 479 (S.D.N.Y. 2013)

• Ethical duty of confidentiality for lawyers.
• “The duty of confidentiality is an ethical obligation and not an 

evidentiary protection analogous to the attorney-client privilege or 
work-product doctrine.”
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China – Ethical Duty to Confidentiality
• Duty for lawyers to maintain clients’ confidential information, 

limited right for criminal defense lawyers.
• Applies to PRC lawyers working for PRC law firms and foreign 

attorneys (e.g., barred in the U.S.) working for PRC law firms 
registered with the Ministry of Justice.

• Does not apply to in-house counsel (regardless of where barred).
• Litigant cannot refuse to produce documents compelled by court.

• Could potentially lose U.S. protection for produced documents.
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Germany
• U.S. courts have recognized that German law protects 

communications involving both German attorneys-at-law and 
patent agents.
• Cadence Pharm., Inc. v. Fresenius Kabi USA, LLC, 996 F. Supp. 2d 

1015 (S.D. Cal. 2014)
• “In Germany, communications with patent agents are afforded 

confidentiality, even though patent agents are not admitted to 
practice law.”
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Europe – U.S. Treatment of Foreign Laws
• France - Attorneys and Industrial Property attorneys subject to 

professional secrecy laws.
• No privilege for in-house counsel.

• Sweden – U.S. courts have recognized privilege between Swedish 
patent agents and clients.
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India
• In-house counsel does not fall within definition of “advocate” (Indian 

equivalent to an attorney).
• In-house counsel communications not privileged under laws of India.

• Shire Dev. Inc. v. Cadila Healthcare Ltd., 2012 WL 5331564 (D. Del. Oct. 
19, 2012).

• Evidence that in-house counsel reports to an “advocate” may suggest 
that privilege applies.
• Reckitt Benckiser Pharmaceuticals, Inc. v. Dr. Reddy’s Laboratories SA, 

Dr. Reddy’s Laboratories, Inc., No. 14-1451-RGA (D. Del. Nov. 4, 2016).

30



31

Commonwealth Nations
• United Kingdom

• Agents and attorneys privileged: Smithkline Beecham Corp. v. 
Apotex Corp., 193 F.R.D. 530 (N.D. Ill. 2000).

• Australia
• Attorneys always privileged, agents privileged as of 2013.

• New Zealand
• Attorneys always privileged, agents privileged as of 2013.

• Canada
• Attorneys privileged, agents not privileged.
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Korea
• U.S. courts may try to apply a de facto privilege where an explicit 

one isn’t present.
• Korea does not recognize attorney-client privilege.

• Astra Aktiebolag v. Andrx Pharmaceuticals, Inc., 208 F.R.D. 92 (S.D.N.Y. 
2002).

• But Korean law only compels document production under specific 
statutory circumstances.

• The Astra court read the Korean procedural protections as similar 
enough to U.S. privilege and protected the communications.
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Preserving Privilege when Communicating Abroad
• Avoid “touching base” with a U.S. application or patent, if 

possible.
• Discuss a U.S. application or patent with U.S. counsel who will have 

U.S. privilege.
• Know how the country deals with in-house counsel and 

communicate through outside counsel when necessary.
• If the issue concerns a state-based dispute (license, purchase, 

malpractice, etc.), look into the specific state’s privilege procedure 
and evidence rules.
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Thank You! 

Peter E. Keros
313.879.5241

keros@b2iplaw.com
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Germany
• Germany

• German law protects communications involving both German 
attorneys-at-law and patent agents

• Santrade Ltd. v. General Electric Co. 150 F.R.D. 539, 547 (E.D.N.C. 
1993)

• Cadence Pharm., Inc. v. Fresenius Kabi USA, LLC, 996 F. Supp. 2d 
1015 (S.D. Cal. 2014)
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France
• France

• Attorneys and Industrial Property Attorneys subject to professional 
secrecy laws 

• Privileged if they work for respective firms
• Not privileged if they work in-house, as they are “subordinate to 

management that does not enjoy that right” to secrecy 
• Commissariat a l'Engergie Atomique v. Samsung Elec. Co., 245 F.R.D. 

177, 182 (D. Del. 2007)
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Switzerland
• No privilege for in-house counsel

• In re Rivastigmine, 237 F.R.D. 69 at 73-78.
• Unsettled on recognition of patent agent privilege, professional 

secrecy obligations not coextensive with attorney-client privilege
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Sweden
• Courts have recognized privilege between Swedish patent agents 

and clients
• Santrade Ltd., supra
• Saxholm AS v. Dynal Inc., 164 F.R.D. 331, 338 (E.D.N.Y. 1996)
• AstraZeneca LP v. Breath Ltd., No. 08–1512, 2011 U.S. Dist. LEXIS 

42405, at *5 (D.N.J. Mar. 31, 2011)
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Patent Agent Privilege
• Patent agents under supervision of a patent attorney are protected 

under attorney’s privilege.
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